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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 1 1/30/04. 
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( 1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences, which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 



(6) 



Issues 

The appellant's statement of the issues in the brief is correct. 
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(7) Grouping of Claims 

The rejection of claims 103-1 19 stand or fall together because appellant's brief 
does not include a statement that this grouping of claims does not stand or fall together 
and reasons in support thereof. See 37 CFR 1 .1 92(c)(7). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

5,700,285 Myers etal. 12-1997 

4,131,648 Choi etal. 12-1978 

6,287,285 Michaletal. 9-2001 

6,053,940 Wijay 4-2000 

6,117,165 Becker 9-2000 

5,749,880 Banasetal. 5-1998 



(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claims 103-105,107,113-117 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Myers et al. (5700285) in view of Choi et al. (4131648). This 

rejection is set forth in a prior Office Action, mailed on 6/2/04. 
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Claim106 is rejected under 35 U.S.C. 103(a) as being unpatentable over Myers 
et al. '285 in view of Choi et at. '648 as applied to claim 103 above, and further in view 
of Michal et al. (6287285). This rejection is also set forth in a prior Office Action, mailed 
on 6/2/04. 

Claims 1 08-1 1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Myers et al. '285 in view of Choi et al. '648 as applied to claim 103 above, and further in 
view of Wijay (6053940). This rejection is also set forth in a prior Office Action, mailed 
on 6/2/04. 

Claims 108-110,112 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Myers et al. '285 in view of Choi et al. '648 as applied to claim 103 above, and 
further in view of Becker (6117165). This rejection is set forth in a prior Office Action, 
mailed on 6/2/04. 

Claims 118,1 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Myers et al. '285 in view of Choi et al. '648 as applied to claim 117 above, and further in 
view of Banas et al. (5749880). This rejection is set forth in a prior Office Action, mailed 
on 6/2/04. 

(11) Response to Argument 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
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references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Choi '648 
provides a motivation in that devices and coatings can be used with drugs to deliver at 
a controlled rate and the delivery polymer is biodegradable, col. 2, lines 63-68. 
Applicant's arguments state that Choi does not teach a coating on a stent or graft. Even 
though that may be evident, In re Dembiczak 175 F.3d at 999, 50 USPQ2d at 1617 
suggest that a reference need not expressly teach that the disclosure contained therein 
should be combined with another, but a showing must be "clear and particular." In this 
case, first it should be pointed out that stent-grafts are used in vessels, which permit the 
flow of fluid, whether it is blood, urine or even bile. Choi teaches that the polymer 
coatings containing drugs are used in aqueous or "fluid" environments (col. 28, lines 61- 
68) and that the device the polymer is used with can permit the drugs to be transported 
across a vessel, col. 29, lines 24-29. It is well known to one of ordinary skill in the art 
that blood vessels, ureter, urethra or bile ducts all carry fluid that would be considered 
an aqueous environment and that stent-grafts are often used to hold open and support 
these vessels when they are blocked, clogged or have a reduced flow rate. Someone of 
ordinary skill in the art would also know what a coating is and would look to the coating 
art to provide a delivery vehicle for drugs. Therefore, the motivation can be implicit from 
the prior art as a whole, rather than expressly stated in the references and Choi clearly 
implies blood vessels can be one possible treatment site in which a device, i.e. stent- 
graft is used to correct for failure of blood flow. See In re Kotzab 217 3d 1365,1370, 55 
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USPQ2d 1313,1317 (Fed. Cir. 2000). The test for an implicit showing is what the 
combined teaching, knowledge of one of ordinary skill in the art; and the nature of the 
problem to be solved as a whole would have suggested to those of ordinary skill in the 
art. In conclusion, to provide a drug delivering device is an obvious expedient to one of 
ordinary skill in the art and one of ordinary skill in the art would look for ways to 
accomplish that. Using a drug containing coating clearly accomplishes that objective. 



For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 



TC 3700, AU 3738 
Primary Examiner 
Brian Pellegrino 
February 2, 2005 
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